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FeperaL Trape Commission v. Pure Sitx Hosiery Mitts, Inc. 
United States Circuit Court of Appeals for the Seventh Circuit 
October, 1924 


Trape-Names—Unram Competirion—Use or “Mitts” 1x Corporate NAME 
—UNWARRANTED BY ConceRN Nor Ownine or Operatine Facrory 
—Orver to Cease AND Desist Enrorcep sy Court. 

Where respondent owned but slightly one-sixth of the stock of 
a hosiery mill, it was not warranted in using the word “Mills” in its 
corporate name, in connection with the words “Pure Silk Hosiery,” 
and it was ordered to cease and desist from such use until it actual- 
ly owns and operates, or controls a mill wherein all its hosiery is 
made or offered for sale by it under such title. 
Application for enforcement of an order of the Federal Trade 


Commission. Granted and enlarged. 
Before Atscuuter, Evans and Pager, Cir. JJ. 


Atscuuter, Cir. J.: Pursuant to Act of Congress approved 
September 6, 1914, the Federal Trade Commission applies to this 
Court for enforcement of an order by it made directing that “re- 
spondents cease and desist from carrying on the business of selling 
hosiery in commerce among the several states of the United States, 
under a trade-name or corporate name which includes the word 
‘Mills,’ in combination with the words ‘Pure Silk Hosiery,’ or words 
of like import, unless and until such respondents, or either of them, 
actually owns or operates a factory or mills in which hosiery sold 
by them, or either of them, is manufactured.” 

The nature of the charge may well be inferred from the order 
itself, but upon presentation of the petition to this Court the facts 
with which we have to deal were stipulated between petitioner and 
respondent. From the stipulation it appears that respondent has 
acquired and owns 240 out of a total of 1,863 shares of the out- 
standing capital stock of the Browning Hosiery Mills, a Tennessee 
corporation, having hosiery mills at Chattanooga; that the respond- 
ent’s secretary and treasurer is one of a board of directors of 
seven of the Browning Hosiery Mills, and that the secretary and 
treasurer of the latter is a director and vice-president of respondent, 
and that, except as stated, respondent has no part in the manage- 
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ment or control of the Browning concern; that respondent has no 
other interest or ownership in any other hosiery mill; that its 
purchases from this mill in May and June, 1922, were 45 and 38 
per cent., respectively, of the mill’s total output, and thereafter, 
up to June, 1928, its monthly purchases of the mill’s total output 
ranged from 27 to 5 per cent.; that respondent buys and sells 
hosiery manufactured by others than the Browning Mills, and the 
latter sells its product also to jobbers, persons and firms other 
than respondent; that two of the styles handled by respondent were 
made for it exclusively by the Browning Hosiery Mills; that owing 
to the large quantity which respondent bought from the Browning 
Hosiery Mills it is allowed ‘‘a somewhat better price on its pur- 
chases than is made by the Browning Hosiery Mills to other pur- 
chasers.” 

It is further stipulated that since the Commission’s order 
respondent has not discontinued the use of the word “Mills,” but 
that it has continued to advertise that it manufactures its hosiery, 
and continues to use and prominently display in its advertising 
the words “Mill to Home,” and to advertise that it thus eliminates 


jobbers’, wholesalers’, and retailers’ profits, as well as advertising 
overhead, and enables it to sell to consumers at greatly less than 
usual retail prices. 


If the condition of the order is not complied with by respond- 
ent’s acquirement of the Browning Hosiery Mills stock, it is 
frankly conceded that there has been no compliance with the 
Commission’s order, and practically no other reason is here ad- 
vanced for respondent against granting the prayer of the petition. 

That the acquirement of slightly more than one-sixth of the 
stock of an incorporated hosiery mill is compliance with the con- 
dition of the order that it actually “owns or operates a factory or 
mills in which hosiery sold by them is manufactured” is startling 
in its very statement. If the holding of this small minority of 
stock can justify public representation that respondent owns and 
operates the mills wherein its hosiery is made, then like representa- 
tion could be justified by the ownership of any number of shares 
less than 240. 








—S "Ts Ww 


we 





acai care 


oes 


NS a alpaca AAEM 


FEDERAL TRADE COM. V. PURE SILK HOSIERY MILLS, INC. 65 


But if, in any event, ownership by respondent of a majority 
or even all the stock of another corporation which owns a hosiery 
mill would satisfy the condition of the order, the stipulated situa- 
tion falls very far short of any such relation. Respondent’s minority 
stock holding and its single membership on a board of seven of 
the Browning Mills in no manner gives it such an advantageous 
position as its public representations state, and from the stipula- 
tion it appears that even the somewhat lower price it obtains on 
what it buys is not because of any proprietary influence or control 
it has, but solely because of its large purchases. 

The stipulated evidence, far from showing compliance with 
the order, manifests its flagrant violation. 

The prayer of the petition is granted, and it is ordered by the 
Court: That the respondent, Pure Silk Hosiery Mills, Inc., its 
officers, agents and employees, to cease and desist from carrying 
on the business of selling hosiery in commerce among the several 
states of the United States under a trade-name or corporate name 
which includes the word “Mills” in combination with the words 
“Pure Silk Hosiery,” or words of like import, and from making 
representations through advertisements, circulars, correspondence 
stationery, or in any manner whatsoever, designed to promote or 
otherwise affect interstate commerce, that it is the owner of or 
controls a hosiery mill or mills, or that the hosiery by it sold comes 
direct from manufacturer to purchaser, unless and until the re- 
spondent actually owns and operates, or directly and absolutely 
controls a factory or mill wherein is made any and all hosiery by 
it sold or offered for sale under such title or name, or by or through 
any advertisement or other representation of ownership of such a 
mill or factory. 


[Nore:—This is said to be the first time that the Federal Trade Com- 
mission has gone to the courts for enforcement of an order to cease 
and desist, the respondent below having invariably moved to vacate the 
order. 

The order prohibited the use of the word “Mills” as a part of the 
corporate name by a concern owning slightly more than one-sixth of 
the stock of a mill from which it bought from 45 to 38 per cent. of 
the total output. The Court, it will be seen, has considerably enlarged the 
Commission’s order, for the first time since the Federal Trade Commission 
was established.—Ed. } 
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France Mitutinc Company v. WasHBuRN-Crossy CoMPANY 
United States District Court, Southern District of New York 
January 5, 1925 


Trape-Marxs—Unram Competirion—Use or tHE Worps “Gotp Mepar”— 

Wueat Fiour ann Pancake Fiovur Goons or Dirrerent Descrir- 

TIVE PROPERTIES. 

Flour and prepared pancake flour are different classes of com- 
modities, as the one does not in any sense compete with the other. 

Same—Same—Same—Riout or Later User EsraBiisHep ror ParricuLaR 

Frovr. 

Where plaintiff adopted the words “Gold Medal” as a trade-mark 
for its prepared and buckwheat flour many years subsequent to the 
adoption by defendant of the same words for wheat flour, it was, 
nevertheless, held to have established its right to retain and use the 
words as a mark for its product. 

Same—Same—Same—Lacues. 

Where, in the case at issue, plaintiff purchased flour from de- 
fendant this was possibly constructive notice and such laches, were 
no other reasons present, might preclude injunctive relief. 


In equity. Suit for unfair competition. Cross motions to 
enjoin use of the words “Gold Medal.” Judgment for plaintiff. 


Darby § Darby, of New York City, for plaintiff (Samuel E. 
Darby, Jr., of counsel). 

Frank A. Whiteley, Edward S. Rogers and Harry D. Nims, 
of New York City, for Washburn-Crosby Company. 


Winstow, D. J.: The plaintiff has moved on an order to 
show cause for a preliminary injunction herein restraining the de- 
fendant from using the trade-mark “Gold Medal” in connection 
with prepared pancake flour and prepared buckwheat flour. 

On the return of the motion and on its order to show cause, 
the defendant has made a counter motion asking for a preliminary 
injunction restraining the plaintiff from continuing the use of the 
trade-mark “Gold Medal’ as applied to prepared pancake flour 
and prepared buckwheat flour. 

The facts are substantially as follows: On January 1, 1874, 
the Northwestern Consolidated Milling Company first adopted and 
used the trade-mark “Gold Medal” for flour, particularly wheat 
flour. 
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In 1880, the Washburn & Crosby Company, the predecessor 
of the defendant, adopted and used the same trade-mark for wheat 
flour, and the present defendant, successor to the Washburn & 
Crosby Company, registered the trade-mark on April 27, 1896, 
No. 18, 258. From that date until on or about June 1, 19238, the 
defendant corporation used the trade-mark solely in connection 
with the sale of its wheat flour, and as far as this record discloses 
never applied the trade-mark to prepared pancake flour or prepared 
buckwheat flour. 

In 1904, the plaintiff, then being engaged in the manufacture 
of prepared pancake flour and prepared buckwheat flour, developed 
a formula. Its products manufactured according to this formula, 
were exhibited at the Louisiana Purchase Exposition, St. Louis, 
Mo., and the plaintiff was there awarded a gold medal and diploma 
incident thereto for the specific class of prepared pancake flour 
and prepared buckwheat flour. Immediately after this award, the 
plaintiff adopted for its use the trade-name “Gold Medal” as 
applied to its prepared pancake flour and prepared buckwheat 
flour, and from that time (1904) until the present, plaintiff has 
enjoyed the quiet and uninterrupted and exclusive use of the trade- 
mark “Gold Medal” as applied to its products, and its business 
and the sale of its products has grown from small proportions, 
particularly in the states east of the Mississippi, to a large bvusi- 
ness. The plaintiff's products have been packaged in pasteboard 
cartons. 

The defendant, in the sale of its products, has sold them in 
cloth sacks, bags or barrels, except for a brief period in 1900, 
when its wheat flour was packaged in a pasteboard carton for a 
few weeks, and then the practice was abandoned and never revived. 

The plaintiff in the preparation of its prepared pancake flour 
and prepared buckwheat flour, has from time to time since 1912, 
and each year thereafter, purchased wheat flour from defendant, 
which is one of the ingredients of its prepared flours. In the early 
part of the year 1923, some correspondence, initiated by the plain- 
tiff, asserting plaintiff's rights, took place between plaintiff and 
defendant concerning the rumored prospective use by the defend- 
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ant of the trade-mark “Gold Medal” as applied to prepared pan- 
cake flour and prepared buckwheat flour. Thereafter, in December, 
1923, without notice, the trade-mark No. 177,829 was issued to 
the defendant for the trade-mark “Gold Medal” for pancake flour. 
The sworn statement of the Vice-President of the defendant, sub- 
mitted on the application, in substance was to the effect that pre- 
pared pancake and prepared buckwheat flour are separate and 
distinct classes of goods and so recognized by the defendant. There- 
after, on March 4, 1924, the plaintiff filed a petition in the Patent 
Office to cancel the trade-mark so issued (No. 177,829) to the 
defendant for pancake flour. As a result of such petition and 
pursuant to a stipulation thereafter entered into between the France 
Milling Company, the petitioner for the cancellation of said trade- 
mark, and the Washburn-Crosby Company, the respondent, the 
respondent, the Washburn-Crosby Company, withdrew its opposi- 
tion to the cancellation proceeding and thereupon, on September 
12, 1924, the Examiner of Interferences in the Patent Office 
rendered a decision recommending that the registration theretofore 
filed by the Washburn-Crosby Company for said trade-mark for 
the use of the words “Gold Medal” as applied to prepared pancake 
flour, be cancelled. This was done. 

The defendant herein is now selling prepared pancake flour 
and prepared buckwheat flour in pasteboard cartons with the trade- 
mark “‘Gold Medal” thereon, in the same territory in which plain- 
tiff for over twenty years has enjoyed the exclusive right to that 
trade-mark on its particular class of goods. 

The defendant corporation, on its counter motion, contends 
that the trade-mark “Gold Medal,” which it has used continuously 
since 1880 as applied to flour, necessarily includes pancake flour. 
It says that “Gold Medal” flour is the leading brand of the 
country and that a vast business has been conducted by the de- 
fendant in this particular brand. Large sums of money have been 
spent by the defendant in advertising this brand, and it contends 
that the plaintiff, on its part, knowing the value and reputation of 
the trade-mark “Gold Medal” appropriated it and applied it to its 
prepared pancake flour and that such use is an infringement of 
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the defendant’s rights, and that the public is constantly being de- 
ceived into the belief that the plaintiff’s use of the words as ap- 
plied to pancake flour originates with the plaintiff. 

The facts necessary to a determination of the issues before 
the Court on the motion and counter motion are undisputed and, 
therefore, the result of the motion herein is equivalent to a final 
hearing on the merits. 

There are two questions which naturally present themselves 
for determination: The first is whether or not wheat flour, on the 
one hand, and prepared pancake flour, and prepared buckwheat 
flour on the other hand, are separate and distinct classes, of com- 
modities, or whether they are identical. 

The second question to which attention must be directed has 
to do with the words “Gold Medal” as a trade-mark and the 
latitude which must be accorded by this Court in the application 
of those words. 

At the outset, the record discloses that the defendant itself 
(if the sworn statement of its Vice-President is considered at all), 
when it filed it application in 1924 for the trade-mark “Gold Medal” 
as applied to pancake flour considered, certainly at that time, that 
wheat flour and the prepared flours were different classes of com- 
modities. However, the defendant contends that this registration 
by it (No. 177,829), which included pancake flour, was inadvertent, 
and was voluntarily cancelled. 


“It was inadvertently obtained and constituted a mistake and blunder 
and that defendant never intended to register the words ‘Gold Medal’ 
for pancake flour and cake flour apart from flour generally.” 

Whereupon, as heretofore stated, after proceedings had been 
instituted by plaintiff to cancel such registration, a stipulation was 
entered into, as indicated, pursuant to which the registration was 
cancelled. 

The defendant now contends that the record is conclusive that 
any flour product labeled “Gold Medal” is assumed by the public 
to be the product of the Washburn-Crosby Company and that any 


flour, whether called pancake flour or merely flour, can support 
but a single trade-mark right. 
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In Aunt Jemima Mills v. Rigney, 247 Fed. 407 [8 T. M. Rep. 
163], it was held by the Court of Appeals that pancake flour 
and pancake syrup are so closely allied that the use of the 
distinctive ‘““Aunt Jemima’ trade-mark upon syrup was a proper 
subject for an injunction at the suit of Aunt Jemima Mills Com- 
pany, which had used the trade-mark, however, only on pancake 
flour. This decision has been cited with approval in the recent 
case, also in this Circuit, of Anheuser-Busch v. Budweiser Malt 
Products Corp., 295 Fed. 306. This Court in that case said, at 
p. 809 (considering the distinctive word “Budweiser’’) : 


“The real question in this case, as it appears to us, is whether, as- 
suming that the complainant has a valid trade-mark in the term ‘Budweiser,’ 
and we have no doubt that it has in connection with the manufacture 
of beer, it is thereby entitled to complain of the use of that trade-mark 
by the defendant who makes no use of it in connection with the manu- 
facture of beer, but who uses it in connection with the manufacture 
and sale of a malt syrup.” 


In the Budweiser case the Court, commenting upon the argu- 
ment used in the “Aunt Jemima” case against the issuance of an 
injunction to the effect that no one wanting syrup could possibly 
be made to take flour, said: 


“But we think that goods, though different, may be so related as to 
fall within the mischief which equity should prevent.” 


The Court further said (Budweiser case) in commenting upon 
the case of Pabst Brewing Co. v. Decatur Brewing Co., 284 Fed. 
110 [13 T. M. Rep. 1], which latter case involved the trade-mark 
“Blue Ribbon,” that the use of the words “Blue Ribbon” did not 
involve the same question as the use of the word “Budweiser,” and— 


“The only knowledge of the name ‘Budweiser’ in the United States 
is practically in connection with the complainant’s product of Budweiser 
beer, popularly understood to be a malt product. The value of the term 
in this country consists of the reputation given it by the complainant.” 
(295 Fed. 308 at p. 310.) 


This very cogent reasoning of the Court is regard to the use 
of the word “Budweiser” and its limited application in this coun- 
try, at once suggests the inquiry as to the use of the words “Gold 
Medal” and the latitude to be accorded to those words. Both the 
plaintiff and the defendant have been using the words “Gold Medal” 
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as applied to their respective commodities for long periods of time, 
the plaintiff for upwards of twenty years and the defendant for 
more than double that time. Each has built up a great business. 
The case of George et al. v. Smith et al., 52 Fed. 8380, is of 
interest. In that case the plaintiff had used the trade-mark, the 
not particularly distinctive word “Epicure,” for a brand of packed 
salmon. The defendants had previously used the same trade-mark 
for canned fruits and vegetables. When the defendants sought to 
use this trade-mark for canned salmon, the Court issued an in- 
junction holding that the earlier use by the defendant of the trade- 
mark on canned fruit did not preempt its use for all time in 
connection with canned goods of every variety. The case of 
Lawrence v. P. E. Sharpless Co., 303 Fed. 762 [4 T. M. Rep. 333] 
(aff'd 208 Fed. 886) held that a trade-mark consisting of the 
figure of a cow upon the defendant’s brand of butter prior to 
complainant’s use of the same figure for cheese, would not in- 
validate the complainant’s trade-mark, if the figure of the cow is a 
valid trade-mark for cheese or butter. While butter and cheese 
are both dairy products, they are such distinctly different classes 
that neither can be said in any sense to enter into competition 
with the other. It is manifest that wheat flour does not in any 
sense compete with prepared pancake flour or prepared buckwheat 
flour. Both are food products. The prepared pancake flour has 
wheat flour as one of its ingredients. It is no answer to say that 
one might as well sophomorically argue that “Gold Medal” as a 
distinct brand is equally applicable to “Biscuit flour” or “Bread 
flour” or “Waffle flour’ or “Pie flour,’ etc. These things are uses 
to which the housewife or baker applies his skill. In the case 
at bar the plaintiff has compounded a distinctive marketable com- 
modity. It would be equally fallacious to say that defendant's 
trade-mark “Gold Medal” includes every food product containing 
wheat flour. 

In the case of Borden Ice Cream Co. v. Borden Condensed 
Milk Co., Fed. 510 [8 T. M. Rep. 80], it was contended that 
the use of the trade-mark “Borden” as applied to ice cream 
products, which name had been previously adopted and used by the 
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Borden Condensed Milk Company, was properly the subject for 
injunctive relief. Condensed milk formed one of the ingredients 
of ice cream, just as in the case at bar wheat flour is an ingredient, 
probably the principal ingredient, of the prepared pancake flour. 
The Circuit Court of Appeals in the Seventh Circuit (Borden 
case, supra), referring to the facts, said: 


“The old company never has manufactured what is known as com- 
mercial ice cream, while the new company was incorporated for the pur- 
pose of manufacturing and putting on the market such an article.” 


The Court held that the use of the name “Borden” was not 
susceptible of exclusive use and that the alleged offender could 
make anything under that name which the complainant had not al- 
ready made and offered to the public. The Court further said: 


“The name ‘Borden,’ until appellants came into the field, never has 
been associated with commercial ice cream. By making commercial ice 
cream the appellants do not come into competition with the appellee. 
In the absence of competition, the old company cannot assert the rights 
accruing from what has been designated as the secondary meaning of 
the word ‘Borden.’ The phrase ‘unfair competition’ presupposes competi- 
tion of some sort. In the absence of competition the doctrine cannot be 
invoked. 

“There being no competition between the appellants and appellee, we 
are confronted with the proposition that the appellee, in order to succeed 
on this appeal, has and can enforce a proprietary right to the name 
‘Borden’ in any kind of business, to the exclusion of all the world. 

“It is urged that appellee has power, under its charter, to make com- 
mercial ice cream, and that it intends some day to do so. If such 
intention can be protected at this time, it might well be that appellee, 
having enjoined appellants from making commercial ice cream, would 
rest content with selling its evaporated milk to ice cream dealers, and 
never itself manufacture the finished product. But, as was well stated 
by Judge Coxe in George v. Smith, supra: 

“It is the party who uses it first as a brand for his goods, and builds 
up a business under it, who is entitled to protection, and not the one who 
first thought of using it on similar goods, but did not use it. The 
law deals with acts and not intentions.’” 


The Court is of the opinion that flour and prepared pancake 
flour are different classes of commodities. 

In considering the character of the trade-mark itself, the words 
“Gold Medal’ suggest superior merit or quality, similar to the 
trade-mark “Blue Ribbon” which was the subject of consideration 


in Pabst Brewing Co. v. Decatur Brewing Co. (supra), in which 
the Court said: 
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“Appellee Brewing Company had long operated a brewery at Decatur, 
lil, but, having discontinued operations, it handled for Pabst its beers, 
including the ‘Blue Ribbon’ brand, for Decatur and vicinity, until such 
time as manufacturing and sale of beer was prohibited. In February or 
March, 1919, appellee began to put out malt extract under the name 
‘Blue Ribbon, and soon acquired for it a considerable trade, and it then 
secured Patent Office publication ‘Blue Ribbon’ as its trade-mark for malt 
extract. It had communicated with appellant, stating its intention to 
use the name in connection with such product, and thereafter appellant 
objected to its use, claiming it alone had a right to use it with such 
product. Up to that time, however, appellant’s use of the name had been 
in connection with beer only, and, subsequent to prohibition, with its 
near beer. It had put out a malt extract under the name of ‘Fremen- 
stone, and a very similar, if not wholly identical product—malt syrup— 
under the name of ‘Purity.’ But, some weeks after appellee began market- 
ing malt extract under the ‘Blue Ribbon’ name, the Pabst Company 
applied the name to certain of its malt syrup, although there is evidence 
of their manifestation of an intention to do so sometime before. The 
evidence, however, requires the conclusion that, as between these parties, 
appellees were the first by several weeks to apply the name to a malt 
extract or syrup.” 


Returning to the decision, in this Circuit, of Anheuser-Busch, 
Inc. v. Budweiser Malt Products Corp. (supra), it may be said 
that that decision would, however, be controlling upon this Court, 
if the rule there laid down is contrary to that set forth in the 
“Blue Ribbon’ case. 


Judge Rogers, speaking for the Circuit Court of Appeals, 205 
Fed. 806, (Budweiser) commenting on the opinion in the “Blue 
Ribbon” case, which at first superficial reading might seem to be 
at variance with the Anheuser-Busch case in this Circuit, said: 


“The appellant has called our attention to Pabst Brewing Co. v. 
Decatur Brewing Co., 284 Fed. 110 [13 T. M. Rep. 1], decided in 1922 
by the Circuit Court of Appeals in the Seventh District, and he states 
that in that case, the Court had under consideration the precise question 
here involved, and decided it adversely to the present appellee. If the 
decision in that case could be regarded as in conflict with this Court’s 
decision in Aunt Jemima Mills Company case, while it would not be 
controlling upon us, it would be entitled to and would receive, our careful 
consideration. But we do not regard that case as involving the same 
question as the one now before the Court. In the Pabst Brewing Company 
case it was decided that the name ‘Blue Ribbon,’ established by the 
complainant as a trade-name for a malt extract, which could be used 
for making beer. But it appeared in that case that the name ‘Blue 
Ribbon’ had been registered in the Patent Office more than sixty times 
as a trade-name in connection with various articles of commerce. Some 
of the registrations were for whiskey, wine, vinegar, flavoring extracts, 
candy, chewing gum, chocolate, flour, bread, cigars, chewing and smoking 
tobacco, citrous fruits, fresh grapes, fresh deciduous fruits, and canned 
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fruits. In view of the very general use of the term ‘Blue Ribbon’ as a 
trade-name, the Court concluded, very properly as it seems to us, that 
the appellant’s right to use it was limited to its registered product. In- 
deed, the Court, in deciding the Pabst Brewing Co. case, itself commented 
upon the facts in the case now before us and the decision upon it in the 
Court below, which had already been rendered, and itself distinguished the 
two cases, saying: 

“ ‘Outside of the beer industry, the name “Budweiser” has no signifi- 
cance whatever in this country, and then only as applied to the Anheuser- 
Busch product. It is as arbitrary as though it were “XYZ.” The term 
“Blue Ribbon,” on the contrary, had long acquired special significance, 
wholly apart from its use as a trade-name for any product.’” 


The suggested conflict between the opinions in the “Blue 
Ribbon” case and the “Budweiser” case may be argumentative, 
but is not real, it is not even seeming conflict. 

In the recent case of National Commodities Co. v. Viret et al., 
296 Fed. [14 T. M. Rep. 261] the Circuit Court of Appeals in 
this Circuit, referring to the mark “Palm Beach,’ speaks with 
approval of the Pabst “Blue Ribbon” case. 

In the “Blue Ribbon” case, upwards of sixty trade-mark 
registrations were effected on various commodities using the words 
“Blue Ribbon.” In the instant case, the affidavit of Mr. Thomas 
discloses that not less than sixty-five different registrations of the 
words “Gold Medal’ have been used for various commodities, 
including many kinds of food products. Fifty-seven of these were 
secured subsequent to the defendant’s registration of these words. 

I am of the opinion that the plaintiff has established its right 
to retain and use its trade-mark “Gold Medal” as applied to its 
product. The record discloses that plaintiff has used “Gold Medal” 
in connection with its pancake flour for twenty years. I am of 
the opinion that plaintiff is entitled to injunctive relief against the 
defendant as applied to the trade-mark on the commodities in which 
plaintiff deals. 

In considering the defendant’s counter motion, the first ques- 
tion that impresses itself upon the inquiring mind is the question 
of laches. The record is quite satisfying that for over twenty 
years the plaintiff has openly employed the trade-mark “Gold 
Medal” on its prepared pancake flour and prepared buckwheat 
flour, during which period of time it has purchased wheat flour 
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from the defendant. It is quite possible that this of itself was 
constructive notice. It is hard to come to any other conclusion 
than that the defendant must have known for years that the 
plaintiff was using the trade-mark “Gold Medal” as applied to its 
commodities. Such laches, if no other reason were present, might 
preclude injunctive relief to the defendant. C. B. Fleet Co. v. 
Mobile Drug Co., 284 Fed. 813 [13 T. M. Rep. 145]; Thos. J. 
Carroll & Son v. McIlvaine & Baldwin, 183 Fed. 22; Valvoline 
Oil Co. v. Havoline Oil Co. et al., 211 Fed 189 [4 T. M. Rep. 257]. 

The uninterrupted use by the defendant of the trade-mark 
“Gold Medal” as applied to flour and the facts disclosed in this 
record sustain defendant's right to such use as applied to flour. 
If the defendant desires to enter the competitive field in the manu- 
facture and distribution of prepared pancake flour or prepared 
buckwheat flour, a very simple method of advertising to the effect 
that such products are manufactured by the distributors of Gold 
Medal Wheat Flour, will preserve to the defendant its right to 
enter this field, and get whatever benefits it is legitimately en- 
titled to by reason of the wide advertising of its Gold Medal Flour 
in this and other countries. But the plaintiff, on its part, is 
entitled to have its business similarly protected. Plaintiff’s business 
has been built up from small beginnings to larger proportions, 
although such proportions may seem relatively small when com- 
pared to the vast business of the defendant. 

I am of the opinion that the use of the words “Gold Medal” 
by the defendant, as applied to its wheat flour, does not justify, 
on the record before me, the expansion or extension of such claim 
to the prepared pancake and buckwheat flours of the plaintiff, 
which concededly are compounded with ingredients other than 
wheat flour and adapted for use in the preparation of food products 
in a class by themselves. 

The motion of the plaintiff for an injunction will be granted. 
The counter motion of the defendant will be denied. The order 
may be settled on notice. 


ie 
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Funx & WaGnatits Company v. Timety Friis, INc. 
Court of Appeals of the District of Columbia 
January 5, 1925 


Trave-Marxs—“Topics oF THE Day” ror Morton Picture Fitms—Wronc- 

FUL REGISTRATION—CANCELLATION. 

Where appellant, publisher of a weekly review, entered into an 
agreement with appellee, whereby the former was to furnish the 
latter with material for a motion picture film, entitled “Topics of the 
Day,” the latter manufacturing and distributing said films at his 
own expense, the business so established was that of the appellee, 
rather than that of the appellant, and the registration of the title 
“Topics of the Day,” made by the latter was rightly canceled. 
Before Martin, Chief Justice, and Ross and Van OrspeEt, 


Associate Justices. 


E. V. Myers, of New York, N. Y., for appellant. 

E. T. Brandenburg, of Washington, D. C. and J. F. Branden- 
burg and C. J. Heermance, of New York, N. Y., for ap- 
pellee. 


Ross, A. J.: Appeal from concurrent decisions of the Patent 
Office tribunals in a trade-mark cancellation proceeding, sustaining 
the petition for cancellation of a mark consisting of the words 
“Topics of the Day,” as applied to moving picture films. (For 
decision of the Commissioner see 12 T. M. Rep. 475.) 

Early in 1918, A. E. Siegel, appellee’s predecessor, conceived 
the idea of projecting on moving picture screens current news items, 
such as are found in the Literary Digest. Thereupon he inter- 
viewed Funk & Wagnalls Company, publishers of the Literary 
Digest and appellants here, explained his ideas, and was referred 
to the advertising manager, Mr. Dame. As a result, he put his 
proposition in the form of a letter, under date of April 30, 1918, 
in part as follows: “Now my proposition is as follows: I would 
undertake to distribute these slides throughout the United States 
and England at my own expense and the cost of manufacturing 
these slides would also be borne by me, all advertising in the 
Trade Papers of our business would also be paid by me and in 
each case the name of the Literary Digest would be used with an 
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aim to spread broadcast your great journal and also put forth 
every effort to increase the circulation of the Literary Digest, all 
at my own expense with relation to this project. In return for 
this, all that I expect to receive from the Literary Digest or Funk 
& Wagnalls Company is the material printed in the above-named 
magazine under “Topics in Brief’ and any other such material that 
the writer would find advantageous to the ‘Literary Digest of the 
Screen.’ * * * Now, Mr. Dame, I believe I have made matters 
fairly clear, as to what my proposition would be. It is at no 
time necessary for a cash expenditure on your part, only the sup- 
plying of the materials mentioned.” 

Under date of May 6th, Funk & Wagnalls, through Mr. Dame, 
accepted Mr. Siegel’s proposition in a letter containing the fol- 
lowing: “This is to confirm our conversation regarding the ar- 
rangement for your using extracts from the Literary Digest in a 
screen service for moving picture theatres. We agree to set up 
in type and furnish proofs on cardboard, fifteen selections to be 
made by you from the “Topics in Brief’ Department of the Literary 
Digest each week, and you are to reproduce these selections on 
slides under the general heading “Topics of the Day Selected from 
the Press of the World by the Literary Digest.’ * * * All expense 
for advertising and distributing, or any other expenses incurred 
to the end that the slides will have the widest circulation are to 
be borne by you, it being understood that the entire cooperation 
on the part of Funk & Wagnalls Company and the Literary Digest 
is outlined in the second paragraph above. This arrangement is to 
continue for six months from date of this letter, and may be con- 
tinued for such additional period as may mutually be determined 
upon at the end of six months, provided the publicity results to 
Funk & Wagnalls Company and the Literary Digest justify such 
continuation.” 

In February of 1919 the Timely Films, Inc., succeeded to 
Siegel’s interests, and thereafter Funk & Wagnalls recognized the 
succession. Meanwhile, the enterprise reached proportions prob- 
ably not contemplated by either party at the outset. It was not 
long before appellee, instead of taking all its material from the 
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Literary Digest, maintained a force of editors who prepared the 
topics program, which was subject before use to the approval of 
the Funk & Wagnalls Company, that company being unwilling to 
have its name associated with any material it did not approve. 
After the appellee company succeeded Mr. Siegel all films bore 
the following caption: 

“Timely Films, Inc. 

Presents 
Topics of the Day 
Selected by 

The Literary Digest” 

At the time testimony was taken, the cost of the preparation 
and distribution of these films amounted to approximately $225,000 
per year. An examination of the correspondence between the parties 
as various extensions of the arrangement were made, indicates very 
clearly that the object of the Funk & Wagnalls Company, as 
stated in the original letter to Siegel, was publicity and that alone. 
To illustrate: In a letter from that company to Siegel, under date 
of July 12, 1918, it is said: “We hope that three years hence 
the “Topics’ will be a big thing for you and if it is, it will, of 
course, be a good advertising feature for us.” Again, on January 
4, 1919, the company wrote Siegel: “The results, so far as we 
have been able to determine, have been quite satisfactory from 
a publicity standpoint.” 

Some time prior to October 20, 1920, the Timely Films Com- 
pany sought a longer extension of the existing arrangement be- 
tween it and the Funk & Wagnalls Company, the latter company 
being disinclined to agree to an extension unless it received one- 
third of the stock of Timely Films, Inc. Pending these negotia- 
tions the Funk & Wagnalls Company, without the knowledge of 
Timely Films, Inc., registered the mark in controversy. When 
this came to the attention of the appellee company, cancellation 
proceedings were instituted, resulting as already indicated. 

It is apparent, we think, without extended discussion, that 
the business in which Mr. Siegel was to embark, when he entered 
into the original arrangement with the Funk & Wagnalls Company, 
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was to be his business and not that of the company. It was a 
perfectly natural arrangement. The company was to supply him 
with certain material and, in return therefor, was to receive valu- 
able advertising. Its sole obligation, as stated in its original letter 
to Siegel, was to assist him in the preparation of selections for 
his use. It exercised no control over his contracts with the moving 
picture concerns and was in no way responsible therefor. In short, 
Mr. Siegel was to conduct the business for himself and not for 
Funk & Wagnalls, from whom he in effect purchased his supply 
of information. There was no basis, therefore, for the registration 
of this mark to the Funk & Wagnalls Company. Whether, as 
contended by that company, a trade-mark use in connection with 
a periodical formed a basis for the present registration, we need 
not determine. But see Atlas Mfg. Co. v. Street, 204 Fed. 398. 
In the Literary Digest of the Funk & Wagnalls Company there 
is a department under the head of “Topics of the Day” and a 
further sub-title “Topics in Brief,’ but in neither case are the 
words used in a trade-mark sense. Rather are they used as 
descriptive of the current items that follow them. In other words, 
any other periodical would be entitled to the use of such a heading. 
The name of the periodical is the Literary Digest, and there is 
no justification for saying that any particular sub-heading con- 
stitutes a trade-mark. To illustrate: The first sub-heading is 
“Topics of the Day,” the second “Foreign Comment,” the third 
“Science and Invention,” the fourth “Letters and Art,” the fifth 
“Religion and Social Service,” the sixth “Current Poetry,” the 
seventh “Problems of Democracy” and the eighth “Personal 
Glimpses.” If one of these sub-headings constituted a trade-mark, 
then all did. 

The decision was right and is affirmed. 
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OprenHEIM, OsernporF & Co., INc. v. PresipentT SusPENDER Co. 
Court of Appeals of the District of Columbia 
January 5, 1925 


Trape-MarKks—SvusPENDERS AND Men’s Unperwear, Dress, NEGLIGEE AND 

Worx Suirts, Goops oF THE SAME Descriptive Properties. 

Men’s suspenders held to be of the same descriptive properties 
as men’s underwear, dress, negligee and work shirts, since they are 
so intimately associated in the popular mind that purchasers in gen- 
eral would be likely to believe that the same trade-mark upon them 
would naturally imply a common origin. 

Trapve-Marxs—“PresmeNT” FOR SuUSPENDERS—OPPOSITION. 

Where the opposer, the President Suspender Company, had used 
the word “President” as a trade-mark on suspenders, long prior to 
the use thereof by the appellant, as a trade-mark for men’s under- 
wear and shirts, the opposition to the registration of the mark by 
the latter was sustained. 

Appeal from the Commissioner of Patents in an opposition 
proceeding. Affirmed. (For Commissioner’s decision see 13 T. M. 


Rep. 488.) 


. A. J. Decker, of Washington, D. C., for appellant. 
T. A. Witherspoon and W. B. Kerkam, both of Washington, 
D. C., for appellees. 


Before Martin, Chief Justice, and Ross and Van OrspeEt, 
Associate Justices. 


Martin, C. J.: The appellant, Oppenheim, Oberndorf & 
Company, Inc., applied for the registration by the Patent Office 
of the word “President” as its trade-mark for certain articles of 
clothing. It appeared, however, that in fact it had used the mark 
only in the sale of men’s underwear and men’s dress, negligee, and 
work shirts; its application, therefore, has been treated in the 
record as if confined to these classes of articles only. 

The appellee, the President Suspender Company, a corpora- 
tion, filed an opposition to the application, based upon two several 
contentions, to wit, first, that the opposer and its predecessors, 
long prior to the use of the mark by the applicant, had adopted 
and continuously used the word “President” as a trade-mark in 
the manufacture and sale of suspenders, which it claims are goods 
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of the same descriptive properties as men’s underwear and shirts; 
and second, that the word “President” is the dominant word of 
opposer's corporate name, and consequently cannot be registered 
by another as a trade-mark. The applicant upon the other hand 
contended, first, that the classes of goods above named are not 
of the same descriptive properties; and next, that it and its 
predecessors had adopted and continuously used the word “Presi- 
dent” as a trade-mark for the articles named in the application 
for a number of years before the opposer was incorporated with 
the word “President” as part of its corporate name. 

The opposition was sustained by concurring decisions in the 
Patent Office; the decisions, however, being based upon the second 
ground only, the first ground being disapproved. The applicant 
has appealed. 

The record clearly discloses the fact that the opposer and 
its predecessors have used the word “President” as a trade-mark 
in the manufacture and sale of suspenders for a period of time 
long prior to the adoption of the mark by the applicant; that 
the mark was registered by opposer’s predecessor in the year 1899, 
and has ever since been in continuous use by them as aforesaid; 
that under it a business of great magnitude has been built up in 
the making and selling of suspenders; that large sums of money 
have been expended in advertising the mark in connection with the 
opposer's goods; and that it has become an asset of great value 
in the trade. Moreover, the record sustains the claim that the 
respective classes of goods in question, to wit, men’s underwear 
and shirts, and suspenders, are goods of the same descriptive 
properties, and that the opposer would be wrongfully injured by 
the registration of the mark applied for. As observed by the 
Commissioner, it is not always easy to determine whether different 
articles of merchandise are of the same descriptive properties; 
for such a question raises a number of considerations. One of 
these is whether the several classes of goods in question are so 
intimately associated in the popular mind, with reference to their 
manufacture or marketing, that the purchasers in general would 
be likely to assume and believe that the same trade-mark upon 
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them would naturally imply a common origin. In such case, the 
goods may be said to be of the same descriptive properties, and 
if the same trade-mark could be adopted by different parties for 
such classes of goods, a manufacturer of one class, by adopting a 
trade-mark used by a manufacturer of another class, could readily 
palm off his goods as those made or dealt in by the other, thereby 
unfairly reaping the benefit of the other’s advertising and good-will. 
It may be said in general that if goods are such that the pur- 
chasing public, seeing them sold under the same mark, will believe 
that they have the same commercial origin in point of manufac- 
ture or marketing, it follows that they will be regarded as of the 
same descriptive properties. American Stove Co. v. Detroit Stove 
Works, 31 App. D. C. 504; N. Wolf §& Sons v. Lord § Taylor, 41 
id. 514 [4 T. M. Rep. 209]; Williams v. Kern & Sons, 47 id. 441; 
In Re Interrieden Canning Co., 51 id. 214 [12 T. M. Rep. 71]; 
E-Z Waist Co. v. Reliance Mfg. Co., 52 id. 291 [13 T. M. Rep. 96]. 

It fairly appears from the present record, as well as from com- 
mon knowledge, that suspenders, and men’s shirts and underwear, 
are alike embraced within the class of men’s furnishings. They 
are frequently manufactured by the same companies, are sold 
together under the same trade-mark to jobbers who in turn sell 
them to the same class of retail merchants, by whom they are 
vended by the same clerks in the same trade to the same general 
class of customers. The articles have become associated together 
in popular understanding, and are generally regarded as mer- 
chandise of the same class. It is natural that if such goods should 
bear the same trade-mark, the purchasing public would assume 
that they had come from the same source. This is made the more 
probable by the fact, as disclosed by the record, that there are 
many manufacturers who make and sell men’s shirts, underwear 
and suspenders, using the same trade-mark alike for the different 
articles. 

We conclude therefore that the opposition in this case should 
be sustained upon the first ground above recited, and the decision 
of the Commissioner, although not based upon that ground, is 
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afirmed. In view of this conclusion we need not enter upon a 
discussion of the second question presented by the record. 
The decision is affirmed. 


PirtsspurGH Brewinc CompaANy AND TrEecH Foop Propvcts Com- 
PANY v. ABRAHAM RuBEN 


Court of Appeals of the District of Columbia 
January 5, 1925 


TrapE-Marxs—OppostrioN—Tosacco Propucts ann Sorr Drinxs, Goons oF 

DirrereNtT Descriptive Properties. 

Although soft drinks and tobacco products are often sold at the 
same stands, they cannot be considered as goods of the same descrip- 
tive properties, and are not so regarded in common understanding. 

Trape-Marxs—“Tecn” as a Trape-Marx ror Tosacco Propucrs—Opposi- 

TION—DIsMISsAL. 

The opposition filed by opposers, manufacturers of malt beverages 
and carbonated soft drinks, to the registration of the word “Tech” 
as a trade-mark for tobacco products, held unfounded, inasmuch as 
the goods are of unlike descriptive properties, and the word “Tech,” 
forming part of opposer’s corporate name, is not merely the name 
of the Corporation “not written, printed, impressed, or woven in 
some particular or descriptive manner,” inasmuch as it is printed 
in white script letters against a black background. 


Appeal from a decision of the Commissioner of Patents in 
an opposition proceeding. Affirmed. (For Commissioner’s decision 
see p. 95 post.) 


C. R. Allen, of Washington, D. C., for appellants. 
E. C. Brown, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, and Ross and Van Onrspet, 
Associate Justices. 


Martin, C. J.: This is an appeal from a decision of the 
Commissioner of Patents, affirming a decision of the Examiner of 
Interferences, whereby an application of the appellee for the 
registration of a trade-mark was granted, and the opposition of the 
appellants was dismissed. 
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The mark sought to be registered comprises the word Tech 
printed in white script letters across a plaid background, as a 
trade-mark in the sale of tobacco in various forms, particularly 
stogies. 

The opposition was filed jointly by the Pittsburgh Brewing 
Company and the Tech Food Products Company, two corporations, 
although the former is the real party in interest, since the latter 
is a subsidiary whose entire stock is held by the former company. 

The opposition on behalf of the Pittsburgh Brewing Company 
was based upon the claim that in the year 1906 it had adopted a 
similar mark, including both the name Tech and the plaid back- 
ground, as its trade-mark in the sale of beer; and that since the 
enactment of the National Prohibition Act the company had con- 
tinued the use of the same mark for non-intoxicating malt beverages 
and carbonated soft drinks. The marks were registered in the 
latter trade in the years 1919 and 1920, and since then have been 
continuously used and widely advertised in the sale of the said 
articles. It is conceded that the company has never dealt in 
tobacco products of any kind, but it is urged that soft drinks 
are generally, if not invariably, sold at retail by the same vendors 
and at the same stands as tobacco products, and that it should 
be regarded as no more than a reasonable and likely expansion of 
the brewing company’s present business for it to engage also in 
the sale of tobacco products in the future. The company therefore 
claimed that the trade-mark applied for by the appellee for 
tobacco products would be an invasion of its rights, and result 
in great injury to it. 

This contention was overruled by the Examiner upon the 
ground that tobacco products are not goods of the same descriptive 
properties as soft drinks, citing, Johnson Educator Food Co. v. 
Sylvanus Smith § Co., Inc., 37 App. D. C. 107 [2 T. M. Rep. 90]; 
The Hump Hairpin Company v. The DeLong Hook and Eye Com- 
pany, 39 id. 484 [3 T. M. Rep. 238]; G. § J. Tire Company v. 
The C. J. G. Motor Car Company, 39 id. 508 [8 T. M. Rep. 243]; 
The Quaker Oats Company v. Mother’s Macaroni Company, 41 id. 
254 [4 T. M. Rep. 73]; The Peter Schoenhofen Brewing Company 








PITTSBURGH BREWING CO., ET AL. V. ABRAHAM RUBEN 85 


v. John Sexton & Company, 41 id. 510 [4 T. M. Rep. 160]; The 
Rookwood Pottery Company v. The A. Wilhelm Company, 43 id. 
1 [5 T. M. Rep. 152]; The Denver Gas §& Electric Light Com- 
pany v. The Alexander Lumber Company, 50 id. 207 [11 T. M. 
Rep. 71]; Vacuum Oil Company v. Gargoyle Textile Corporation, 
[13 T. M. Rep. 134]. 

This conclusion of the Examiner was approved and affirmed 
by the Commissioner, and we likewise affirm it upon the authorities 
cited. 

It is true that soft drinks and stogies are frequently kept on 
sale at the same stands, but this fact does not go far towards 
determining the “descriptive properties” of the goods, for it is 
well known that most retail stores deal in a variety of articles of 
diverse character. And when soft drinks and stogies are considered 
with reference to their component materials, processes of manufac- 
ture, and manner of consumption, it becomes evident that they are 
not goods of the same descriptive properties, and they are not so 
regarded in common understanding. Moreover, it is safe to as- 
sume that soft drinks and tobacco products are not often, if ever, 
made or marketed by the same manufacturer. Consequently, there 
is little likelihood in the present instance that a similarity of names 
will lead purchasers to believe that the articles have a common 
origin. Nor do we think that the present issue should be controlled 
by the fact that the Brewing Company may possibly manufacture 
and sell tobacco products in the future. Borden’s Condensed Milk 
Co. v. Borden Ice Cream Co., 201 Fed. 510 [3 T. M. Rep. 80]; 
Nulyne Laboratories v. Electric Alkaline Company, 52 App. D. C. 
265 [13 T. M. Rep. 119]. The principle in question is well ex- 
pressed in the syllabus of the latter case as follows: 


“The prior owner of a trade-mark, who had used it only in con- 
nection with the manufacture of an antiseptic compound cannot, after 
a later owner has adopted and used the same trade-mark for a tooth 
paste, which is an article of different descriptive properties, appropriate 
the business and good-will of the later owner by commencing to manu- 
facture a tooth paste under the trade-mark, which it had no intention of 
doing when the later owner entered the field.” 


The opposition in behalf of the Tech Food Products Company 
is based upon the claim that the word Tech, which the proposed 
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mark of the applicant includes, is the dominant word in its cor- 
porate name, that it is engaged in the manufacture and sale of 
ice cream, and is chartered to carry on the preparation, sale and 
distribution of various foodstuffs and merchandise, including 
tobacco and cigars, although it has never actually dealt in tobacco 
or any of its products. It has registered a trade-mark for the 
sale of its goods, consisting of the name Tech, and has used a 
conventional Scotch plaid design upon cartons in which its goods 
are sold. It claims to have widely advertised its commodities in 
the trade, in the same territory in which the goods of the appellee 
are on sale. It therefore alleges that the registration of the trade- 
mark applied for by the appellee would be an appropriation of its 
corporate name in violation of the act, and would result in con- 
fusion, deception, and great injury to its business. 

These contentions were overruled by the Commissioner, who 
held first, that the article actually dealt in by the opposer under 
its mark, to wit, ice cream, does not possess the same descriptive 
properties as do tobacco products, and next, that the mark which 
the applicant seeks to have registered does not consist of the name 
Tech merely, but of that name together with the plaid design upon 
which it is printed or otherwise impressed, and therefore does not 
violate the terms of the statute in that behalf. 

Upon the latter subject the Commissioner spoke as follows, 
the allusions in his statement referring to the Carnegie Institute 
of Technology, to wit: 


“IT am unable to hold that the mark is no more than a material 
part of the corporate name. It is doubtful if most people would associate 
the word ‘Tech’ with the institution of learning in the absence of the 
significant background. This latter is very distinctive of the institute of 
learning and of its founder and lends material value to the mark. It is clear- 
ly an important part of the mark, a material part of the mark and the 
conclusion seems plainly warranted that the mark is not merely the name 
or a material part of it.” 


We agree with the Commissioner that the mark which the 
applicant applies for does not fall within the prohibitions of 
Section 5 of the Act, to wit, that no mark shall be registered which 
consists “merely in the name of an individual, firm, corporation or 
association not written, printed, impressed or woven in some 
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particular or distinctive manner,” since the plaid background upon 
which the name appears is a bona fide and substantial part of the 
mark, and is not “a mere device or contrivance to evade the law and 
secure the registration of non-registrable words.” Nairn Linoleum 
Co. v. Ringwalt Linoleum Works, 46 App. D. C. 64, 69 [7 T. M. 
‘ Rep. 216]; National Cigar Stands Co. v. Frishmuth Bro. & Co., 
Inc., 54 id. 275 [14 T. M. Rep. 214]; Beckwith v. Commissioner, 
252 U. S. 229 [10 T. M. Rep. 255]. The latter consideration 
serves to distinguish this case from that of Eversharp Pencil Co. v. 
American Safety Razor Corporation, 54 App. D. C. 315 [15 T. M. 

Rep. 33]. 
j The opposition, therefore, of the Tech Food Products Com- 
pany, like that of the Pittsburgh Brewing Company, was rightly 
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dismissed; and the decision of the Commissioner is accordingly 
affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 
















Fennina, A. C.: Held that applicant is not entitled to reg- 
ister as a trade-mark, for hosiery, the words “Rock Strong” super- 
posed upon the picture of a rock, in view of the prior use and 
registration of the opposer of the words “High Rock,” superposed 
4 upon the picture of a rock, as a trade-mark for underwear. 

The grounds of the decision are that the goods are of the 
same descriptive properties and the marks are so similar that their 
contemporaneous use would be likely to cause confusion in the mind 
of the public and deceive purchasers. 

With reference to the first ground, the Assistant Commissioner 
said: 





“We are concluded here that the goods are of the same descriptive 
properties by Wolf & Sons v. Lord & Taylor, 202 O. G. 632; 1914 C. D. 
[4 T. M. Rep. 219], 176, 41 App. D. C. 514.” 
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With respect to the second ground, he said: 


“The general appearance of the two marks is similar. In each 
prominence is given to a picture of a rock and the word ‘Rock. To 
be sure one of opposer’s witnesses, a manufacturer of underwear, admitted 
on cross-examination that being in the business he had no difficulty in 
distinguishing the marks of the parties here. The theory of trade-mark 
protection, however, extends to the ordinary purchaser. It seems beyond 
doubt that the individual who had been accustomed to buying opposer’s 
goods and carrying a more or less faint impression in his mind would 
without hesitancy accept goods bearing applicant’s mark when seeking 
to purchase goods similar to those previously used. This is sufficient to 
require sustaining the opposition. 

“Applicant refers to a number of prior registrations (some of which 
have expired) containing pictures of rocks or the word ‘Rock,’ but there 
seems no reason for increasing confusion, even if some confusion already 
exists. The courts repeatedly point out that an applicant is free to 
exercise a very wide choice in adopting a mark and our function is to 


refuse to register the mark of his choice if there is doubt that it is 
distinctive.” * 


Fenninea, A. C.: Held that applicant is not entitled to reg- 
ister the word “Commodore,” as a trade-mark for vehicle tires and 
tubes, in view of the prior use and registration by opposer of 
the word “Commander” as a trade-mark for the same goods. 

The ground of the decision is that these marks are so similar 
that their contemporaneous use upon the same goods would be 
likely to cause confusion in the mind of the public and deceive 
purchasers. 

In his decision, after referring to the arguments of the appli- 
cant that the words have different sound and meaning, that no 
confusion in trade has been shown, that, as vehicle tires cost a 
considerable amount, a purchaser would exercise some degree of 
care in buying them, and the argument of the opposer that the 
words are similar and that some of the products, such as bicycle 
tires and rubber inner tubes are sold for a low price, and that the 
applicant had not been using the mark for a sufficient length of 
time for confusion in the trade to develop to an extent to enable 
opposer to bring proof thereof, the First Assistant Commissioner 
said: 


* High Rock Knitting Co. v. Rock Strong Hosiery Co., 146 M. D. 291, 
Nov. 7, 1924. 
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“It is believed confusion would be likely if these two marks appeared 
upon the same class of goods in the same field of trade. The marks have 
many letters in common, have the same number of syllables, look much 
alike, have a general resemblance in sound and much the same meaning 
and significance. While in the United States Navy, the two words have a 
specifically different meaning, yet it is doubted if the layman is familiar 
with this fact. In a general way a commodore is a commander; the 
former term seems to have been derived originally from the latter, and 
it would appear the average purchaser would be likely to retain only a 
general impression of the opposer’s mark and would readily, unless ex- 
ercising rather unusual care, mistake the applicant’s mark for that of the 
opposer. Purchasers do not see the marks side by side; goods are not 
purchased in this way; a purchaser seldom burdens his mind with any- 
thing more than a general impression of a mark. It is believed the con- 
clusion of the Examiner is sound.” ? 


Fennina, A. C.: It was decided that the use by The Miller 
Rubber Company, of the words “Black Beauty,” on rubber water 
bags and rubber bottles, was not a bar to the registration by 
The Racine Horseshoe Tire Company of the same words as a trade- 
mark for resilient vehicle tires and inner tubes, holding these goods 
not of the same descriptive properties. Held, however, that quite 
apart from the use by The Miller Rubber Company registration 
must be refused on the ground that the words were descriptive of 
the goods to which applicant applied them. 

With respect to the first point, the Assistant Commissioner 
said: 


“It appears that in some instances retail stores carry both water 
bottles and tires, although it seems that this is not the general practice. I 
am unable to believe that the goods of the parties are of the same 
descriptive properties. To be sure they are both made largely of rubber 
and it is common knowledge that at least some of the rubber companies 
including The Miller Company here, make all of the goods under con- 
sideration. The public, however, has not been trained to find the same 
mark on all the goods of one manufacturing company and I am unable 
to believe that a purchaser of an automobile tire would expect a water 
bottle having the same mark to come from the same source.” 


With respect to the second point he said: 


“Quite aside from that, registration must be refused on the ground 
that the mark is either descriptive or misdescriptive. The dictionaries 
indicate that ‘beauty’ means a beautiful person or thing. If applicant’s 
tire is black clearly ‘Black Beauty’ describes the tire as being a black 
beautiful tire. If applicant’s goods are not black the mark is misdescrip- 
tive. In either event, registration must be refused.” 


*The B. F. Goodrich Co. v. The Salem Rubber Co., 146 M. D. 295, 
Nov. 20, 1924. 
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On petition for rehearing by both parties (146 Ms. Dec. 279), 
after referring to the argument of the applicant that the mark 
was registrable because “Black Beauty” was the name of a well- 


known book and also the name of a horse on which the story was 


based and, therefore, the mark had acquired a secondary meaning, 


he said: 


“Section 59 of Paul on Trade-Marks is then referred to. ‘While it is 
the general rule that neither descriptive words nor geographical terms 
may be appropriated as trade-marks, it has been held, in a number of 
cases, that such words or terms may acquire a secondary meaning in the 
trade from having been long used as the designation of a particular 
manufactured article, and thereby to have lost, so far as such article 
is concerned, their primary descriptive or geographical significance.’ 

“It is argued that since ‘Black Beauty’ has acquired a secondary 
meaning as referring to the animal character, it is capable of appropria- 
tion as a trade-mark for any goods. This is an interesting but novel 
proposition of law. No case is cited and I know of no case where a 
descriptive word having obtained a secondary meaning in one connection 
is, because of that fact, held to have a secondary meaning in another 
connection. It will be noted that the portion of Paul on Trade-Marks 
relied or suggests that otherwise prohibitive terms may acquire a secondary 
meaning in the trade from having been long used as the designation of a 
particular manufactured article. It is obvious that even if the words 
here in issue have acquired a secondary meaning as applied to a book 
or as applied to a horse, there is no showing that they have acquired a 
secondary meaning as applied to automobile tires. Until that is shown 
with respect to the present application, the words have not a secondary 
meaning.” 

* * * + * 


“It is further suggested that the mark is not descriptive of automobile 
tires, since the word ‘beauty’ has no significance whatever as applied to 
automobile tires ‘which are utilitarian objects entirely and not sold for 
their beauty.’ Granting this, it will merely produce a misdescriptive or 
deceptive mark and as such must be refused registration. The fact that 
marks including these words have previously been registered for other 
goods cannot affect the fact that the mark is descriptive of the goods in 
the present application.” 


With respect to the petition of The Miller Rubber Company, 
he said: 


“The Miller Rubber Company likewise requests rehearing on the 
ground that full weight has not been given to the decision of the Supreme 
Court of Minnesota in Citizens Wholesale Supply Company v. Golden 
Rule, 180 N. W. Rep. 95 [11 T. M. Rep. 35]. That case cannot control the 
present case since the facts there involved are not the same as the facts 
here involved.” * 


*The Miller Rubber Co. v. The Racine Horseshoe Tire Co., 146 M. D. 
245, Oct. 3, 1924. 
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Descriptive Terms 


Kinnan, F. A. C.: Held that the words “Black Pomade,” are 
not registrable under the Act of March 19, 1920, for a preparation 
for coloring the hair. 

The ground of the decision is that the mark is merely a 
commercial name of the goods and does not indicate either origin or 
ownership; in other words, that there has been no trade-mark use 
of the words. 

In his decision, after referring to applicant’s reference to 
certain well-known trade-marks, citing decisions defining what a 
trade-mark is and pointing out that such marks as “Rim Wind” 
and “Rim Set’ had been refused registration under the Act of 
March 19, 1920, because the public would not recognize them as 
trade-marks, the First Assistant Commissioner said: 

“The word ‘Pomade’ merely means a perfumed ointment frequently 
used as an unguent for the hair. To merely describe this well-known 
compound as being black does not impart any significance that the words 
are used in any other than the ordinary descriptive sense, and it is not 
believed this Act contemplates such words being placed upon the register. 


See also Chas. Broadway Rouss, Inc. v. Winchester Co., 300 F. R. 706 
[14 T. M. Rep. 159].”* 


Fennina, A. C.: Held that the words “Everfresh Magnesia” 
are not registrable for citrate of magnesia since these words are 


descriptive of the goods. 


In his decision, the Assistant Commissioner said: 


“Applicant suggests that it makes no difference whether its product 
is fresh or not, that ‘fresh’ has no significance with respect to its goods. 

“We cannot take judicial notice of that fact and I am unable to 
believe that the general public would not prefer a fresh product to a 
stale product. 

“Applicant suggests that ‘magnesia’ instead of being descriptive is 
misdescriptive of its product. This is equally fatal. There may be an 
apparent surface distinction between the cases cited by applicant and 
those cited by the Examiner, but as applicant truly says in its brief, 
each case must stand on its own merits.” * 


*Ex parte Mme. V. V. Maginley, 146 M. D. 268, Oct. 21, 1924. 


* Ex parte, the McCambridge & McCambridge Company, 146 M. D. 301, 
p y. 
Nov. 28, 1924. 
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Goods of Same Descriptive Properties 


Kinnan, F. A. C.: Held that registrant was not entitled to 
the registration of a mark, for mercerized cotton pongee in the 
piece, consisting of the representation of a butterfly with widely 
spread wings above which appear the words “Sil-Kee Pongee,’ 
and below the representation the registrant’s corporate name and 
the initial letters of the corporation, all placed upon the representa- 
tion of a panel, in view of the prior use and registration by op- 
poser of a trade-mark for silk and mixed silk and cotton piece 
goods, consisting of the representation of a butterfly with widely 
extended wings, and that the registration of the Murray Trading 
Company, Inc., should be canceled. 

The ground of the decision is that the goods of the two 
parties are of the same descriptive properties and the marks 
are so similar that their contemporaneous use would be liable to 
cause confusion in the mind of the public and deceive purchasers. 

With respect to the first point, the First Assistant Com- 
missioner said: 

“The goods upon which petitioner uses its mark must be held to 
belong to substantially the same class as that upon which respondent 


has used its mark. It has been quite uniformly held these kinds of goods 
possess similar descriptive properties. (Citing decisions.)” 


With respect to the similarity of the marks, he said: 


“* * * it is noted the butterfly constitutes substantially the entire mark 
of petitioner, while respondent has incorporated this representation of the 
butterfly into its mark along with the wording and the panel. It would 
seem the butterfly is clearly the most distinctive feature of respondent’s 
composite mark, the one which, being fanciful and striking in character, 
would be most quickly noticed and remembered by purchasers. While it 
is probably true that the marks placed side by side would be readily 
distinguished, yet goods are not purchased in this way. Customers rely 
upon their memories and .:e not given to much reflection or pondering 
in reaching a conclusion that a given mark is or is not the one for which 
they are looking. It is believed the respondent’s goods would become 
known, as are those of petitioner, as butterfly goods * *,” (citing deci- 
sions). 
* * * * * 


“If the foregoing is correct then respondent may be said to have 
incorporated petitioner’s mark into its own in violation of the doctrine 
announced in the case of Carmel Wine Company v. California Winery, 
174 O. G. 586, 38 App. D. C. 1 [2 T. M. Rep. 83].” 
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With respect to the argument of the respondent, that prior 
registrations show that the butterfly as a trade-mark has become 
publicit juris, he said: 

“It is believed, after a review of these registrations, that respondent 
has not established its contention. Many of these marks do not show 
representations of butterflies and those that do have not been shown to 


have been in use immediately preceding the date of adoption and use 
by petitioner.” ° 


Insignia of National Society 


Fennina, A. C.: Held that applicant is not entitled to reg- 
ister, as a trade-mark for tires, a mark consisting of the words 
“Safty First” superposed upon a design having a slightly enlarged 
diamond-shaped center portion with wings projecting therefrom. 

The ground of the decision is that “Safety First” is the 
insignia of the National Council of Industrial Safety; that these 
words are therefore not registrable under Section 5 of the Act of 
1905 and the omission of the “e’’ from the first of these words 
is immaterial; and that the superposing of these words upon the 
conventional design does not so change the mark as to make it 
registrable; citing the cases of Dunlap § Co. v. The Jackson & 
Gutman Company, 326 O. G. 469 [11 T. M. Rep. 377]; Du Pont 
v. The Ginter Company, 289 O. G. 411, 1921 C. D. 79 [13 T. M. 
Rep. 66]; and In Re Landis Company, 327 O. G. 4.' 


Non-Conflicting Marks 


Fennine, A. C.: Held that the applicant was entitled to 
register the mark “Fireite’” for fire extinguishers, notwithstanding 
the prior use and registration of the word “Pyrene,”’ as a trade- 
mark for similar goods, both marks being written in inclined fancy 
script. 

The ground of the decision is that the marks are not so 
similar that their contemporaneous use in the trade would be 
likely to cause confusion in the mind of the public. 

*H. R. Mallinson & Co., Inc. v. The Murray Trading Co., Inc., 146 
M. D. 289, Nov. 6, 1924. 


"Ex parte, The Mason Tire & Rubber Co., 146 M. D. 271, Oct. 16, 
1924, 
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In his decision the Assistant Commissioner said: 


“Applicant’s predecessor adopted and used for a short time ‘Firene’ 
as a mark. Applicant, however, has abandoned that mark and apparently 
shown an honest effort to adopt one readily distinguishable from op- 
poser’s. 

“To those educated in philology the word ‘Pyrene’ probably is sug- 
gestive of apparatus relating to fire. But the adoption of such a word 
cannot preclude others from coining words from the same base, which 
applicant has done. To the uneducated the appearance of the two words 
is different, and clearly their sound is different, the n and t being dis- 
tinguishing features of the terminal syllable.” * 


Kinnan, F. A. C.: Held that the Adams & Sons Grocery 
Company is entitled to register, as a trade-mark for canned fish, 
a mark consisting of the words “Diamond A,” associated with the 
representation of a diamond enclosing the letter A, notwithstanding 
the prior use by the opposer of a mark consisting of a diamond 
with the words “Black Diamond” placed therein, on the same 
goods. 

The ground of the decision is that neither party was the 
first to use the word “Diamond,” or the representation of a 
diamond, on goods of the same general descriptive properties, and 
that both parties having used the mark for a number of years 
and no evidence being presented of actual confusion in trade the 
conclusion was justified that there was no likelihood of such con- 
fusion. 

In his decision the First Assistant Commissioner said: 


“The words ‘Black Diamond,’ usually accompanied by a diamond 
shape having a black back-ground, have a different appearance from the 
diamond shape of the applicant which has a large ‘A’ in the center of it. 
The fact is not overlooked, however, that applicant also emphasizes the 
feature of the diamond by having the words ‘Diamond A’ above the 
diamond figure. If opposer were the first to apply a diamond to this 
class of goods and, therefore, could be held to have originated the mark 
of a diamond, it is probable the applicant would justly be held to be 
seeking to infringe upon the opposer’s mark and trade. While there 
has been some controversy as to whether prior registrations showing a 
diamond having various other features more or less distinctive applied 
to goods of substantially the same class should be considered, yet it is 
believed judicial notice may well be taken of the fact that the diamond 
shape was not new with the opposer when it adopted its particular mark. 
It seems to be fairly justifiable to hold that a diamond shape had been 


*Pyrene Mfg. Co. v. Fireite Extinguisher Co., 146 M. D. 273, Oct. 23, 
1924. 
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used to a considerable degree upon goods of this same general class before 
the opposer entered the field.” 


* * + * * 


“Under all the circumstances of the case at bar, including the differ- 
ence in appearance of the marks, the fact that use of both marks has 
been simultaneous for a number of years and no actual proof of confusion 
has been shown, it is believed the applicant should not be denied registra- 
tion of its mark.” ® 


Fennina, A. C.: Held that applicant is not entitled to reg- 
ister under the Act of 1920 the words “Ready for Use’ as a 
trade-mark for pure and artificial silk threads. 

The ground of the decision is that these words do not actually 
indicate the source or origin of the goods and, therefore, have not 
been used as a trade-mark. 

In his decision the Assistant Commissioner said: 


“The words are in the midst of a fanciful design of a label containing 
other matter which is of equal prominence with the words here in issue. 
Although registration is applied for under the Act of 1920, applicant 
devotes a part of its brief to an apparent endeavor to show that the 
words are not descriptive but are arbitrary. Such a showing of course 
will preclude registration of the mark under the Act of 1920. 

“I am unable to believe that the words shown in the drawing actually 
indicate source or origin of the goods and must hold that the words are 
not used as a trade-mark. (Citing decisions.)” ” 


Not Merely Corporate Name 


Kinnan, F. A. C.: An opposition to the registration of a 
mark consisting of the word “Tech” in white script on a plaid 
background, for cigars, stogies, snuff, chewing, smoking and leaf 
tobaceo, was dismissed. 

“Tech” is the common name for Carnegie Institute of Tech- 
nology of Pittsburgh, and plaid is its color. The ethics of the 
mark is not in issue. The Pittsburgh Brewing Company used sub- 
stantially the same mark on beer and ale from 1907 till the 
enactment of the Volstead Law, and has since used it on near 
beer and non-intoxicating drinks. It owns all of the stock of 
Tech Food Products Company, dealers in ice cream, which is 

® Booth Fisheries Co. v. Adams & Sons Grocer Co., 146 M. D. 284, 


Nov. 3, 1924. 
” Ex parte, The H. K. H. Silk Co., 146 M. D. 288, Nov. 6, 1924. 
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authorized to deal in dairy and farm products, groceries, cigars 
and tobacco, but never has sold cigars. 

The applicant used the mark since 1921, having bought the 
mark from one, Sakon, who went out of business in 1916. It 
seems he had abandoned the mark and had nothing to transfer. 
The grounds of opposition are: 

I. The goods are of the same general class and lead to con- 
fusion as to origin. 

II. The mark is a material part of the corporate name of 
Tech Food Products Company. 

Held (1) While the goods are often sold by the same dealers, 
there is no probability of confusion. 

(II) Though the applicant used the mark only after the 
incorporation of the Tech Food Products Company, yet the mark 
is not “merely” the corporate name of the opposer. The plaid 
background is an essential part of the name and is necessary to 
identify it with the Institute. When possible damage is so remote 
as here, the rule applicable to what is “merely the name” of a 
corporation should be liberally construed in favor of the applicant.” 


Part of Corporate Name 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the word “United,’ as a trade-mark for coal, coke, and 
wood furnaces, in view of the fact that this word constitutes a 
material part of the names of a number of previously existing 
corporations, including United Motors Service, United Engineers 
Foundry Co., and United Drug Co. 

The decision is based on the interpretation given to Section 5 
of the Trade-Mark Act by the Court of Appeals of the District 
of Columbia in such cases as In Re American Steel Foundries, 
264 O. G. 354, 49 App. D. C. 16 [9 T. M. Rep. 364]. 

In his decision, the First Assistant Commissioner said: 


“The Court of Appeals of the District of Columbia, has made it 
quite clear this section of the statute is based upon the fundamental 


“Pittsburgh Brewing Co. & Tech Food Products Co. v. Ruben, 144 
Ms. Dec. 3, July 27, 1923. 
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principle of right resting in an individual corporation to its name, ir- 
respective of the goods to which the name is applied, (citing decisions).” 

“Appellant seeks to distinguish the instant case from those previously 
adjudicated cases, above noted and many others referred to in the brief, 
and relies upon my holding in the case ex parte, United Shoe Machinery 
Company, 140 M. D. 335 [12 T. M. Rep. 263]. In that case, however, the 
applicant was a corporation, United Shoe Machinery Company, and such 
company had been incorporated many years before the incorporation of 
the United Drug Company, cited as a bar to registration. Whatever 
may have been the rights of the United Drug Company to preclude 
registration of the word ‘United, applied to goods of wholly different 
properties, it was held in that case, there being no opposition to the con- 
trary, that the rights of the United Shoe Machinery Company in the 
same word antedated that of the Drug Company. Under the special 
circumstances of that case, registration was not denied. The instant ap- 
plication contains no parallel to this cited case. 

“The Court of Appeals has indicated its view, and that is the law 
for this Office, that a prominent word in a corporate name must be 
regarded as within the prohibition of this Section of the 1905 Trade- 
Mark Act.” * 


Publici Juris 


Fennina, A. C.: Held that applicant is not entitled to reg- 
ister, as a trade-mark for shovels, spades, scoops, post-hole diggers, 
and wooden handles, a mark consisting of the words “Red Head” 
used in connection with the color red on the handles of the goods. 

The ground of the decision is that it has been common practice, 
by the opposer and others, to paint the handles of various tools, 
such as those to which the applicant’s mark is applied, in various 
colors and that various parts of the handles which are made of 
metal have been painted to prevent their rusting, and that no 
one is entitled to adopt a mark which would exclude the rest of 
the trade from employing the ordinary manufacturing practices. 

In his decision the Assistant Commissioner said: 

“An effort is made in argument to limit the mark here to the paint 
carried only part way down the sides of the ‘D’ handle, as shown in the 
drawing. It appears clearly from the evidence, however, that applicant 
has no intention to so limit the use of its mark. It is clear that it has put 
out goods with color extending to the end of the ‘D’ handle and with 


color extending further down the handle, and the officers of applicant 
insist that such is their mark.” 


* Ex parte, Minor W. Hall, 146 M. D. 272, Oct. 13, 1924, 
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And after pointing out that it has been customary in the 
trade to paint part or all of the handles of such tools as involved 
herein of various colors, said: 


“It seems clear that registration of the present mark to applicant will 
prohibit opposer from applying red paint to the grips or handles of 
shovels. Opposer has done this from time to time for many years past 
and hopes and proposes to do it in the future, at least in response to 
orders which it may receive in the ordinary course of business. This 
shows sufficient probability of damage to opposer to warrant it bringing 
the present proceeding. 

“It seems probable from the evidence here that applicant has never 
actually used the mark as shown in the drawing. 

“The testimony here clearly indicates that applicant’s shovels have 
metal clips extending part way down the D grip of its handles. The 
evidence seems to indicate that applicant’s purpose of applying paint in 
the manner illustrated in the trade-mark drawing was to prevent the 
metal clips from rusting. The purpose of so applying paint was pre- 
dominantly and primarily utilitarian. The mark therefore comes within 
that class condemned by the Supreme Court in Columbia Mill Co. v. 
Alcorn, 150 U. S. 460.” * 


Fennine, A. C.: Held that applicant is entitled to register, 
as a trade-mark for mattresses, a mark consisting of the representa- 
tion of a mattress open at one end, surmounted by a Greek cross 
on which is a circle, within which is a cross, on the circle being 
the words “John A. Schwarz Special Elastic Felt Mattress,” 
and “John A.” on each arm of the inner cross, notwithstanding 
the prior registrations of opposer of trade-marks, some under the 
Act of 1881 and some under the Act of 1905, which include the 
representation of a mattress open at one end. 

The ground of the decision is that, no testimony having been 
taken, opposer’s right to oppose rested upon the prior registra- 
tions; that two of these, under the Act of 1905, having been 
canceled, the corresponding registrations under the Act of 1881 
were deprived of any prima facie evidence of ownership; and that 
applicant’s mark was sufficiently different from the marks of op- 
poser which included the figure of a woman; and as to the other 
marks, the picture of the mattress was publici juris in view of the 
cancellation of opposer’s marks and applicant was free to embody 
that in his composite mark. 


*% Ames Shovel & Tool Co. v. Baldwin Tool Works, 146 M. D. 282, 
Nov. 3, 1924. 
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In his decision, after referring to the marks which Ostermoor 
& Company had registered under the two acts, the Assistant 
Commissioner said: 

“Opposer therefore has four marks. Those covered by certificates 
No. 34,064, No. 47,830 and No. 47,832, include the representation of a 
mattress in manufacture and the figure of a woman operating thereon. 
The figure of a woman in these marks sufficiently distinguishes from 
applicant’s mark to justify dismissal of the opposition in that respect. 

“No. 47,831 and No. 47,833 have been canceled, so opposer cannot 
rely upon them to support his case. No. 34,063 and No. 34,085, registered 
under the Act of 1881, correspond to the two marks, the registrations of 
which under the Act of 1905 have been canceled. Opposer urges that 
by Section 7 of the Act of 1881, these 1881 registrations must be taken 
as ‘prima facie evidence of ownership.’ Therefore it urges that no mark 
deceptively similar to these should be registered. The prima facie weight 
to be given to the 1881 registrations is overcome by the cancellation of 
the corresponding 1905 registrations, so that opposer cannot rely upon 
them. The cancellation is, ‘» effect, a holding that registrant does not 
own the marks. If it does not own the marks shown in the 1905 registra- 
tions, it cannot own the same marks merely because they are shown in 
the 1881 registrations. The picture of the mattress, involved in these 
marks and in applicant’s mark, in itself is publici juris and is free to be 
incorporated in applicant’s composite mark.” * 


Res Adjudicata 


Kinnan, F. A. C.: Held that the applicant is entitled to 
register the words “Blue Ribbon,” as a trade-mark for near beer, 
malt cereal beverages, and malt extract beverages, notwithstanding 
the prior registration of the opposer of the same words for malt 
extract in syrup form. 

This decision is based on the decision in a suit between the 
same parties, in which it was held by the Circuit Court of Appeals 
of the 7th Circuit, Pabst Brewing Co. v. Decatur Brewing Co. et al., 
284 Fed. Rep. 110 [18 T. M. Rep. 1], that malt extract in the 
form of syrup, and near beer, malt cereal beverages, and malt 
extract beverages belong to different classes. 

After pointing out that the Pabst Corporation had applied 
for registration of its trade-mark as applied to near beer, malt 
cereal beverages and malt extracts, and, that after the opposition 
was filed by the Decatur Brewing Company, who had registered 


*Ostermoor & Co. v. John Schwarz, Inc., 146 M. D. 302, Nov. 25, 
1924. 
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the mark for use on malt extract in syrup form, the Pabst Corpora- 
tion had filed an amendment restricting its goods to near beer, 
malt cereal beverages, and malt extract beverages, and referring 
to the decision of the Circuit Court of Appeals of the 7th Circuit, 
the First Assistant Commissioner said: 


“That suit was between the parties herein involved in the case at bar. 
In reaching its conclusion the Court of Appeals took cognizance of the 
holding of the District Court of the Southern District of New York, in 
the case of Anheuser-Busch, Inc. v. Budweiser Malt Products Corporation, 
287 Fed. 243 [13 T. M. Rep. 193], but held that the two cases were not 
entirely parallel. ‘Blue Ribbon,’ the Circuit Court of Appeals stated, ‘had 
long acquired special significance, wholly apart frm its use as a trade- 
name for any product.’ It also noted that the words ‘Blue Ribbon’ had 
been used as a trade-name for various articles of commerce and had 
been registered in the Patent Office over sixty times, as used upon 
various other goods. The Court added that ‘in view of the very wide 
and general employment of Blue Ribbon as a trade-name * * * that in 
appellee’s use of it there was no likelihood for any confusion of its produce 
with that of appellant.’ 

“The foregoing adjudication of the matter here in issue between the 
same parties in interest seems conclusive that this opposition should be 
dismissed.” ** 


Suspension Pending Determination of Suit 


Krnnan, F. A. C.: Held that where, prior to the bringing 
of an opposition, a suit had been brought by the opposer seeking 
to enjoin the use by the applicant of the mark shown in his ap- 
plication, the opposition should be suspended pending the de- 
termination of that suit with the right to the applicant, if the 
suit should be unduly delayed, to petition that the suspension 
should be set aside. 

The ground of the decision is that in the suit the testimony 
can be taken in open court and, therefore, more expeditiously 
and economically than in the opposition, and that, if the applicant 
should be finally enjoined from the use of his mark, registration 
ought not to be granted. 

In his decision the First Assistant Commissioner said: 


“Because circumstances vary so greatly with each case no hard and 
fast rule seems proper in this general class of cases. The general rule 
of comity has its weight in all such instances. In the present case, it 


* Decatur Brewing Co. v. Pabst Corporation, 146 M. D. 299, Nov. 21, 
1924. 
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is quite evident the suit will determine the question raised in this op- 
position, the ownership of the mark. It is apparent, also, that should the 
Court issue the injunction sought restraining applicant from using the 
trade-mark, this Office should not register the mark while such injunction 
is in force. The parties should not be put to the double expense of con- 
ducting two contests to determine the same issue. It is apparent the 
Court, through its method of procedure, can more justly arrive at the 
true facts than can the ‘tribunals of this Office. This being true, the ex- 
pense of the opposition proceedings, including the costs of printing the 
record, may be saved the parties. The contention of the applicant that 
the delay incident to the final determination of the equity suit may be 
so great as to make it unjust to the applicant to refuse registration at 
this time, loses force when it is considered that the opposition proceed- 
ings may readily continue for a year and a half longer before final 
determination by the Court of Appeals of the District of Columbia. 
Further, the applicant is not prevented from using the mark in trade 
merely because he has not obtained registration.” * 


Use of Grade Mark as Trade-Mark 


Kinnan, F. A. C.: In a cancellation proceeding it was held 
that the applicant was not entitled to register the word “Ladyfair” 
as a trade-mark for yarns, and that the registration which it had 
obtained should be canceled in view of the prior use by the 
Bernhard Ulmann Co., Inc. of the same word as a trade-mark for 
substantially the same goods. 

The ground of the decision is that while Bernhard Ulmann 
Company used the word “Ladyfair” as a grade mark, it was 
also used as a trade-mark and was so recognized by the public. 

In his decision the First Assistant Commissioner, after re- 
ferring to the argument that Bernhard Ulmann Co. had only used 
the word “Ladyfair” as a grade mark and referring to the decision 
of the Court of Appeals in Touraine Company v. F. B. Washburn 


§ Company, 309 O. G. 676, 52 App. D. C. 356 [13 T. M. Rep. 
121], said: 


“If, therefore, petitioner's use of the mark did not extend beyond 
the mere indication of grade it has failed to show such probable damage 
as would warrant cancellation of respondent’s mark.” 


He further said, after referring to a number of adjudicated 
cases and the custom of certain companies of using two marks, 
as, for example, the mark “Sunshine Biscuits” on all the goods 


* Benjamin Paris v. John F. Reichard, 146 M. D. 259, Oct. 11, 1924. 
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of a company, and the words “Tak-Hom-a” and “Yum Yums” 
on certain of the goods: 


“The foregoing established, clearly enough, that the conclusions 
reached in the Touraine-Washburn case did not depend upon this mere 
fact that a general and a grade mark appeared upon the same package. 
The witnesses, in that adjudicated case, testified that opposer had never 
used the mark sought to be registered in any other way than as a grade 
mark. This fact was deemed clearly established by the Court. Also 
the evidence in that case showed that the opposer had used this grade 
mark for a long period of years during which the applicant used the 
same mark on its goods with the knowledge of, and without opposition 
from, the opposer; in fact, the latter had dealt in the products of the 
applicant. The word ‘Touraine’ was not used alone, but also in con- 
nection with the words ‘Chocolate Mixture. The opposer had never 
represented the mark as a trade-mark to its customers. The witnesses 
testifying on behalf of petitioner, especially Teitelbaum, Burgess, Brennan 
and Scheinman, clearly establish that the trade understood the mark to 
indicate origin; that dealers use it and customers use it for such pur- 
pose. Exclusive use prior to the entrance of respondent into the field, 
is shown by petitioner, and the reliance of the latter upon the word to 
indicate both grade and origin is also fully shown by the testimony. 
While the opinion of witnesses, called on behalf of petitioner, that con- 
fusion would be probable is not conclusive, yet their testimony as to 
customers’ use of the mark on goods in the retail store may be said to 
be fairly persuasive, that confusion would result if both marks were 
used in trade in the same localities. It is believed that the conclusions 
of the Examiner of Interferences that probable damage has been shown 
and that the respondent’s mark should be canceled are sound.” 


* Bernhard Ulmann Co., Inc. v. James Lees & Sons Company, 146 
M. D. 286, Nov. 4, 1924. 





